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REMARKS 

Applicants respectfully request entry of this Amendment and 
reconsideration of the present application in view of the amendments and in view 
of the reasons that follow. Claims 1-10, 13-29, and 31-37 are pending. 

Claims 6-10, 23 and 24 are rejected under 35 U.S.C. §112 as being 
indefinite. Claims 6-8, 23 and 24 have been amended to obviate the rejection 
under 35 U.S.C. §112. 

Claims 1-10 and 36 are rejected as being unpatentable under 35 U.S.C. 
§103 based upon Cho in view of Bosley, Hibbs, Hobbs, and Sarkis. Applicants 
respectfully traverse. 

A claimed invention is unpatentable if the differences between it and the 
prior art "are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art." 35 
U.S.C. 103(a) (Supp. 1998); see Graham v. John Deere Co., 383 U.S. 1, 14, 148 
USPQ 459, 465 (1966). The ultimate determination of whether an invention is or 
is not obvious is a legal conclusion based on underlying factual inquiries 
including: (1 ) the scope and content of the prior art; (2) the level of ordinary skill 
in the prior art; (3) the differences between the claimed invention and the prior 
art; and (4) objective evidence of nonobviousness. See Graham, 383 U.S. at 17- 
18, 148 USPQ at 467. 

As to the differences between the claimed invention and the prior art relied 
upon by the Examiner, Cho is characterized in the office action as failing to 
disclose several limitations of claim 1. See p. 3, paragraph 8. Bosely, therefore, 
is relied upon as allegedly disclosing a medical device that is both ultrasonically 
and radiographically imageable. However, Bosely does not disclose, as stated in 
paragraph 9 of the office action, the use of tungsten spheres. Instead, Bosely 
teaches the use of glass spheres. Beyond glass spheres, Bosely only mentions 
aluminum, hard plastics, sand and metal particles as possible alternatives to 
glass. See Bosely at col. 5, line 66 to col. 6, line 5; col. 6, lines 26-34. 
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Accordingly, the conclusion that it would have been obvious to include tungsten 
particles in the sheath of Cho based upon Bosely is incorrect and without basis. 
The rejection is, therefore, based on a mischaracterization of Bosely. As such, 
the scope and content of the prior art is mischaracterized and inaccurate. The 
rejection is therefore flawed, without merit, and should be withdrawn on this basis 
alone. 

Yet further, the specific limitation in claim 1 of "jet-milled tungsten carbide 
particles" is not addressed in the rejection. Once again, this reflects upon the 
inadequacy of the scope and content of the cited prior art cited in the Office 
Action, which is a crucial aspect to a proper obviousness analysis as set forth 
above. As a result, the obviousness rejection necessarily fails and should be 
withdrawn. 

Finally, while Hobbs contributes some teachings in regard to composition 
by weight of tungsten powder in certain applications and Hibbs contributes some 
teachings in regard to hardness parameters of devices in certain applications, the 
requisite combination of limitations of claim 1, as a whole, remains unmet by the 
scope and content of the prior art relied upon in obviousness rejection advanced 
in the office action. 

Assembling together the combination of teachings, as properly 
characterized and present, in Cho, Bosely, Hobbs, Hibbs and Sarkis does not 
result in the claimed subject matter, as a whole, of the present invention. The 
obviousness rejections cannot stand. 

Claims 13, 14, 23, 24, 31-35, and 37 were rejected as being obvious over 
the same combination of references as applied to claim 1 and further in view of 
Wijayarathna. Given the failure of the combination of references applied against 
claim 1 to present a meritorious obviousness rejection, the rejection of claims 13, 
14, 23, 24, 31-35, and 37 must also necessarily fail as well. 

In summary, each rejection of the claims is based upon an erroneous 
analysis under Graham that is without sufficient basis in the scope and content of 
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the prior art to result in the claimed subject matter as a whole. Withdrawal of the 
rejections and issuance of a Notice of Allowance is warranted based upon the 
amended claims and the remarks. 

Finally, if there are any formal matters remaining, the Examiner is 
requested to telephone the undersigned attorney to attend to those matters. 

Respectfully submitted, 



Qctpber..l4.,2g.08. 

Date 
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